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4. Evidence. 
5 Defenses. 
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I. TRADE-MARKS GENERALLY. 
NATURE OF TrADE-MARK RIGHTS 
S 2, Extent of Right 


The right to the exclusive use of a trade-mark is limited to the par 


ticular class of goods on which the mark has been used, and does not 


f others to use the mark upon goods of a different 
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Where a maker of cigars sells its product entirely through a solicitor 
who takes orders, that are filled direct by the manufacturer and paid for 
directly to the manufacturer, and the cigars bear the solicitor’s name only 
distributor, the trade-mark, although it may have been suggested by the 


solicitor, belongs to the manufacturer 13] 
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S 4. License to Use. 
Registrants of the trade-mark “Hudson” allowed another to use the 
mark, who finally made application for the cancellation of the registration. 
Granted. 463 


§ 5. On What Goods 
A publication distributed free for advertising purposes constitutes 
merchandise, within the meaning of the trade-mark act, and a mark used 
on such publication is registrable. 79 


The phrase “How to Pack It” is a good trade-mark for pamphlets, 
each of which has its own title and is different from the others in subject- 
matter. The mark is like the titie to a newspaper or magazine. 128 


§ 6. Plural Trade-Marks. 

That goods carrying the trade-mark “Onyx” are also branded with 
the plural trade-marks “Merode,” “Harvard Mills” and “Crestwood,” will 
not militate against the protection of the mark first mentioned. 52 


I. TRADE-MARKS GENERALLY. 


2. WHat May BE A TRADE-MARK. 


§ 1. Color 
The words “Blue Label” may be registered, but a monopoly of blue 
labels may not thus be acquired 562 


The shape and color of a purple disc is a valid trade-mark for talk- 
ing machines 128 


Where an applicant for registration makes no mention of color, the 
fact that his label is of a different color from that of the opposer is im- 
niaterial to the question of similarity. 33 


§ 2. Name of Patented Article. 
The right of a registrant in a name of this character is limited, to the 
prevention of the use of the name in any form calculated to deceive the 
public as to the origin of the goods 137 


A name that during the lifetime of a patent has served to identify the 
patent article cannot be monopolized beyond the life of the patent by 
registration under the ten-year clause of the federal law, at least when the 
exclusive use of the mark during the ten-year period has been under 
the protection of the patent monopoly. 137 
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licensee and the use thereof by the owner of the patent. 


patented.” 


acetylene gas and its system of exchange service. 
Contra 


§ 3. Descriptive and Generic Terms. 
The following marks have been held to be descriptive: 


“Always closed,” for revolving doors, 





Cast Forgings,” for soft iron castings, 





“Cherry Smash,” a syrup used at soda fountains, 





“Comme il faut,” with the representation of a leaf in a 





circle, 





“Crystal,” for corn syrup, 





“De Luxe Line,” for minute books, record books, ledger 





binders, etc., 





“DuRTofl,” for scouring soap, 





“Eddie’s Everlasting” and the representation of a woman 





dyeing her shoes, for liquid dyes for shoes, belts, 
leather, 
“Electric Weld” in script with a paraph, for water heaters, 






pipes and fittings, 
“Electro,” applied to steel, 






“Endless,” applied to sales books, 





“Everbest” in script, for butter, 





“Glyco-Ulmus,” for poultices, 





rold 


“Gold Medal” in script and the representation of a 


J 





medal, for boots and shoes, 





“Goober,” for plows intended for peanut culture, 





“Kiddie Kloth,” for cloth for children’s wear, 





“Knotsewn,” for gloves, 





“Magazine,” for lead and colored pencils, 





“Nobutton,” for underwear, 
“Nu-Do,” 





for bread, 











There is no difference in principle between use of such a name by a 


02 


Th rule in the Singer case does not apply where the patented article 
was sold under several different marks. None of them, under those cir- 
cumstances could become the “identifying and generic name of the thing 


45 


The trade-mark “Prest-O-Lite” was held not to come within the rule 
that on the expiration of a patent the generic name under which the pat- 
ented article has been sold, passes to the public, since it has been applied 
not only to the complainants’ tanks, but also to its method of preparing 
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“Old Reliable,’ with the face of a white-haired negro, 


for cotton seed products, 42 
Picture of a stag jumping over a billboard in the form of 

a shirt bosom, for shirts, 42 
“Re-Blade,” for pocket knives, 2 
“The Player That’s Different,” for piano players, 171 
“The sweetness of low prices never equals the bitterness 

of poor quality,” for candy, 42 
“Tubular,” for printing presses, 171 
“$15.00 Clothes,” for men’s clothing, 159 


The following marks have been held not to be descriptive: 


“Autodryer,” for printing presses, 27 
“Bellgrade,” for work shirts, 411 
“Besto,” 127 
“Butter-Wheat,” for a cereal food, 74 
“Capolox,” for fountain pens, 411 
“Coal Tar,” on a genealogical tree, for a coal tar product, 564 
“Cumfy-Cut,” for knit underwear, 86 
“Delectos,” for candy 410 
“Five O'Clock,” for biscuit, 170 
“Freflo,” for dry pigment, for making inks, 170 
“Grape-Ola,” for beverage, 42 
“Marceno,” for candy, 42 
“Marvelous,” for cold cream, 504 
“National,” for washboards, 4Il 
“Orchard,” 127 
“Parcel Post,” for tea, 410 
“Preferred Stock,” for canned soups, olives, etc., 564 
“Rick-Quick,” for faucets, 43 
“Turn or Welt,” with an interrogation point, for leather 
shoes, 4IiI 
“Vac-M,” for electrical apparatus, 17! 
“Veribest,” coupled with the representation of streets 
and buildings enclosed in a circle, 410 
“Ves-Pok,” for cameras, 412 
“Woody Tiger,” for toys, 170 


The representation of a cow is a valid trade mark for cheese, where 
it has been in continuous use since 1876 444 


§ 5. Geographical Terms. 
\ manufacturer who has used the name of his town in his labels, 
can only claim protection as a trade-mark for this name in the particular 
script and manner of such use. 434 
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The word “Arab,” as a trade-mark for sardines, is not geo 
graphical. 85 


As “Palm Beach” is a pleasure resort, the use of that name for a 
trade-mark on woolen piece goods is fanciful and the mark is valid. 168 


The geographical sense of “Pera” as applied to cigarettes is second- .¢ 
ary, and the word is registerable. 168 


“Shasta” used by a man not residing in Shasta County or near 
Chasta mountain, its fanciful in it use on coffee. 4! 


“Foxcroft,” though geographical, is not so known to the general 
public, hence it was held to be arbitrary and registrable. 41 


The predominant use of the word “Anaconda” is not geographical but 
as referring to a kind of snake. Held to be a good mark for machinery 
belting 41 


The word “Neola” for flour, was improperly rejected because the | 
name of a town in Iowa, of a thousand population. The name is an In- 
dian name and it would be so recognized by most people. Furthermore, 
the place is not a flour manufacturing place, and is not the home of the 


applicant. 168 


“Flint-Tone” was held registrable for varnishes. “Flint” is not ob 
jectionable as a name of a town, when joined with the word “Tone.” 415 


The trade mark “Northern Maid’ was granted registration for 
shoes 415 


A mark for plows consisting of a figure approximating the outline 
map of Texas, enclosing the representation of a plow, with the monogram 
“K & P.” on its beam is registrable. The map of the state a'one would 
be geographical; while the plow alone would be merely the representation 
of the goods, but the combination of these features with the monogram, 
makes a certain artistic arrangement of elements that should be regis- 
tered, even though the separate elements are not themselves subject to 
exclusive appropriation. 129 


“Erin,” for paper is geographical and therefore unregistrable. 4I 
“Hollander” is not registrable for beer. 415 
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§ 6. Proper Names. 

Where a manufacturer conveys the right to the use of his name as a 
trade-mark, he conveys merely the exclusive right to affix or attach that 
name to goods or to their containers, because the uses indicated are the 
only means of acquiring trade-mark rights. Hence he does not estop him 
self from using his name otherwise in business. 473 


$7. Representation of Goods. 
A trade-mark for cartridge shells consisting of the picture of an 
ordinary cartridge shell, colored black, is not registrable, being merely a 
representation of the goods. 172 


Registration of a symbol resembling a shepard’s crook, was refused, 
because a representation of the goods, a form of nose-piece for 
glasses. 128 


A trade-mark consisting of en illustration of a patented shoebutton 
fastener was cancelled after the expiration of the patent. 462 


Where a manufacturer of revolving doors has used as a trade-mark 
a cross-sectional view of the door as patented, after the expiration of 
the patent one who manufactures this type of door may also use such a 
design to illustrate and advertise his product. 423 


A mark for non-metallic elastic vehicle tires, consisting of part of a 
clincher rim with a tire upon it, and across the end of the portion of 
the tire, the word “Cushion” and a perspective view of part of an auto 
wheel and tire, is not registrable, since it amounts to a representation 
of the goods. 128 


§8. Structural Features of Goods. 

A “circular or O-shaped film having distinct edges, on the back 
of the spoon bowl” is not registrable as a trade-mark for spoons, for no 
functional feature of a device is a proper subject for trade-mark 
registration. 72 

A mark for wooden pails and tubs consisting of a band of wood, 
rectangular in cross-section and projecting out from the rim of the pail 
or tub is not registrable. 562 


A method of marking a cord by means of checks, formed by the in- 
terweaving of a yarn of a color different from the others used in the 
niaking of the yarn, can not be exclusively appropriated, nor form a 
valid trade-mark. An arbitrary mark impressed upon a fabric may be a 
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trade-mark, but a mark appearing 


upon a fabric as a necessary result of 
the process of making it from the materials used can not be such. 22 


aoa) 


§9. Marks of Trades or Trade Unions. 
A mark for solid and sterling silverware consisting of a lion passant 
inclosed in a hexagonal figure, an anchor within the outline of a shield, 
and the letter “G” inclosed in a hexagonal figure is properly refused 
registration on the ground that this mark consists substantially of the 
British hall-mark of the Bermingham Assay Office, and the registration 
is therefore forbidden by section 5 of the trade-mark act. 69 

§10. Emblems of Fraternal Society. 

An application to register the word “Wingedfoot” and a picture of 

Mercury’s foot, was refused because the emblem of a 


fraternal 
society. 


172 


S11. Numerals. 


A numeral may be an essential feature of a valid trade-mark. 
Whether a numeral alone can be a valid trade-mark, quaere. 268 


§12. Titles of Periodicals. 


(See 1, 1, §5. ante.) 


§13. Public Insignia. 
(See 1, 2, §9. ante.) 


3. TirneE To A TRApDE-Mark. 


§1. Creation. 

An applicant claimed to have used a mark since 1882. A was shown 
to have used the same mark from 1881 to 1895; B also had used it from 
1895 to the present time. Held that the applicant had not established 
title to the mark. 563 

One shipment of goods in 1904, followed by one shipment in 1908, will 
not give title to the mark, as against continuous use by another, though 
such use commenced at a later date. 72 

§2. Assignment and Devolution. 

The transfer of a trade-mark and the good will of the business 
concerned therewith may be the result of a combination of acts. The 
validity of the assignment of a trade-mark is to be determined by the 
whole course of conduct of the parties with respect thereto. 214 


$3. Abandonment. 
Abandonment of a trade-mark is not established by proof of mere 
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discontinuance of use, but such disuse must be accompanied by circum- 
stances showing an intention permanently to give up the mark. 524 


Where it appears that R. & R. began the use of the mark prior to 
P and that from the time of adoption thereof sold tablets bearing the 
mark or kept such tablets in stock or kept on hand the plates for mark- 
ing paper with this trademark and supplied the tablets whenever called 
for by customers, the mark had not been abandoned. &2 


4. INFRINGEMEN’ 


§2. Conflicting Marks. 

The device of a star has been so widely used in trade-marks for 
soap that it is no longer a distinguishing mark for those goods. One 
mark containing a star, therefore, does not conflict with others embody- 
ing that symbol. 129 


A mark consisting of a five-pointed star upon which is superimposed 
a circle, was refused registration, in view of the prior registration of 
the words “The Star” and a five-pointed star enclosed in a circle. 37 


A mark displaying an Indian head in profile, with a headdress there- 
on, enclosed in a circle, conflicts with another, consisting of an Indian’s 
head in full-face view. ) 


40 
Two representations of Indian heads do not prima facie conflict in 
view of the great number of similar trade-marks. 455 


A representation of a book and of Webster’s dictionary are so simi- 
lar as to conflict. 454 


A blue stripe on automobile tires does not conflict with a black stripe 
for the same goods. 449 


A mark for canvas belting, consisting of a green line or stripe arbi- 
trarily applied to one edge of the belt, whether a valid trade-mark or not, 
is not infringed by one who paints both edges of his product a brilliant 
black. 506 

The marks “B. & M.’ and “P. & M.,” formed from the initials of 
the corporate names of the parties will not be held to conflict, in the 
absence of any evidence of confusion. 440 


Whether a trade-mark consisting of the letter M, surrounded by a 
circle, is infringed by the use of a circle with a dot in the center, 
quaere. 394 
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A black circular disk with a white center and the words “Bull’s Eye” 
does not conflict with a mark consisting of a picture within a white 


disk. 566 


A mark whose prominent feature is a triangle in red, conflicts with 
a mark consisting of the representation of a triangle. 45 


A picture of an eagle perched on a rock with wings outstretched 
and the words “America’s Greatest,” does not conflict with a picture 
of a bird at rest on a rock, described as an eagle in repose. 566 


A representation of the heads of three birds, with a semi-circle of 
feathers extending from head to head and enclosing a shield, does not 
conflict with a mark consisting of a barrel, bearing the representation of 
an eagle and a shield. 567 

The figure of a single winged hand, combined with other features, 
does not conflict with the representation of eight winged hands arranged 
in a circle, with the index fingers pointing to the center. 130 


The word “Abetta,” being manifestly copied after the complainant’s 
trade name “Uneeda” and conveying the same meaning, is an infringe- 
ment thereon. 350 

Trade-mark consisting of the word “Abricotine,” a shield and fac- 
simile signature is infringed by the use of the word “Abricotine 
alone. 183 


“Alaya” and “Elcaya” are prima facie so similar as to conflict. 451 


The name “Aunt Rose” and a portrait of a colored woman wearing 
a bandana on her head, said to be the portrait of one Rose Gill, and used 
with her consent conflicts with the conventional picture of a colored 
woman with a bandana on her head, and the name “Aunt Jemima’s.” 47 


The mark “Golden R,” the letter “R” being printed in gold, as a 
mark for cigars and tobacco conflicts with the letters “RR,’ combined 


» 


with two tobacco leaves, and the letter “R” in a diamond. 46 


The phrase “Ma-Ki” is an infringement of the trade-mark “M. 
aK.” 503 


Portraits of Paul Jones and Anthony Wayne, each in the conven- 
tional uniform of a colonial officer, conflict. 450 
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A mark consisting of the words “Stag Brand,’ the head and 
antlers of a stag, and the monogram “MB,” conflict with a mark con- 
sisting of the words “Deer Head” and the representation of a deer’s 
head. 46 


A trade-mark consisting of the letters “XX” is deceptively like a 
mark made up of the letter “X” with a star in the center and the repre- 
sentation of the sun surrounding the letter. 454 


Two marks consisting respectively of an eagle with spread wings 
and open beak, standing on a half globe, combined with the name 
“American”; and of an eagle, with folded wings and closed beak, stand- 
ing upright on the representation of a globe, accompanied by the name 
“Case,” for automobiles do not conflict, since the automobiles are 
respectively known by the public as the “American” and the “Case.” 45 


The mark, “Chero Cola” is sufficiently distinguished from Coca- 
Cola, there being no similarity in the label and the mark having been 
in use for three years. 565 


The trade-mark “D” pierced by an arrow, does not conflict with two 
prior marks, “D” and ‘5-D,” for plows. It is common in the agricul- 
tural implement trade to identify the manufacturer by letters and 
numerals. 46 

The mark “Dennison Quality,” overlaid by the letter D in script type 
does not conflict with another mark consisting merely of the letter 


D. 45 


“Flint-tone” does not conflict with “Flint Primer” and “Flint Filler,” 
all for varnishes, because the word “Flint,” being geographical, is 
incapable of appropriation, and the suffixes are materially different. 454 


A mark which includes as an essential feature the words “Gold 
3ond” conflicts with a prior mark consisting merely of these words 159 


The letter “H” enclosed in a diamond outline, for oil well pumps 
conflicts with a mark consisting of the word “Gravity” similarly en- 
closed. In the latter mark, the word “Gravity” is descriptive, and the 
diamond-shaped figure is the chief element thereof. 46 


A monogram “J. B. & S.” does not conflict with the letters “J. T. 


S.” The use of monograms is open to all and many such marks naturally 
resemble each other. 452 
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“Kok” for kinematographic apparatus and “Kodak” for photo- 
graphic cameras and supplies do not conflict. 453 


“Mars-Chlor” is an evident infringement on “Merchlor.” ‘“Mars- 
Tun” is not obviously an infringement on “Tungsten,” but where the evi 
dence shows it is in fact used for purposes of substitution, its use will 
be enjoined. 340 


“Old Mission” for lager beer and “Mission” for malt tonic do not 
conflict. 450 


‘ . ° pi : nae . > ree “Dan- -— ‘ “Dan-9- 
. c 
There is no prima facie conflict between “Pepana” and ‘“Pep-a 


mo.” 449 


“Pyrogene” does not conflict with “Kryogene” and “Pyramine,” all 
for dye stuffs. The class of purchasers, in the main, textile manufac- 
turers, must be taken in consideration, in determining the likelihood of 
deception. 452 

“Rosanthren” does not conflict with a series of marks, such as 
“Tndianthren,” “Flavanthren,” “Melanthren,’ “Fuscanthren” and ‘“Rufan- 
thren,” all used on dye stuffs. The purchasers being manufacturers, they 
are not likely to be confused. 455 


The letter “T” upon a triangular shield, the shield being red and the 
“T” yellow, does not conflict with a mark consisting of the outline of a 
shield, since the goods to which the latter was applied would not be 
known as “Shield Brand.” 45 


“The Royal Tailors,” on a pedestal supporting a tiger, does not con- 
flict with ‘two marks embodying the word “Royal”, one having the 


representation of a crown, the other the picture of a tiger. 451 


The following marks were held to conflict: 


“Adorna” and “Adora,” 129 
“Clover-Seal” and “Clover Club,” 46 
“Hydronon” and “Hydrocide,” 46 
“Minto Papes” and “Pape’s Dispepsin,” 130 
“Nubded” and “Beaded,” 55 
“Parisian Lady” and “Parisienne,” 565 
“Wheatmeats” and “Meat of the Wheat,” 40 


The following marks were held not to conflict: 
“Compolite” and “Compo Board,” 130 
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“Grand-ma’s” and “Mother’s,” 160 
“Havoline’ and “Valvoline,” 257 
“Imperator” and “Kaiser,” 453 
“Lax-O-C-a-p” and “Lax-O,” 129 
“Metalnola” and ‘Pianola,’ 450 
“FP. C. G” and“. V. 47 
“Pan” and “Pan-American,” 451 
“Peptenzyme” and “Pinozyme,” 125 
“Purifex” and “Purifine,” 450 
“Tearabout” and “Knockabout,” 73 
“Velvet? and “Satin Finish,” 566 


§ 3. Goods of the Same Descriptive Properties. 
Different species of goods are of the same class, when a certain 
trade-mark used on them would enable an unscrupulous dealer to palm 
off on an unsuspecting purchaser the goods of one make, in the belief 


that he was receiving the goods of another. 219 


Goods are of the same class for trade-mark purposes when they can 
be palmed off upon unsuspecting purchasers, the one for the other. 
Automobiles and fire extinguishers ars not goods of the same class and 
the use of the mark upon the two articles involves no conflict of 
rights. 353 

QOuaere, whether oil burning and electric heating apparatus are of 
the same descriptive properties or not 173 


The following goods were held to be of the same descriptive prop- 
erties: 


Apparatus for exposing and developing photographic prints, 


and motion picture projecting machines, 174 
Brake linings, and machinery packings, 43 
Canned fruits, and canned vegetables, 43 
Cotton seed oil, and lard compounds, 43 
Electric heating apparatus, and thermostatic steam 

traps, 174 
Flannels, and mixed silk and cotton goods, 80 
Friction-facing for vehicle-brakes made of asbestos, and 

asbestos packing, 38 
Electric lamps, and incandescent mantles, 413 
Hosiery, and knitted underwear, ZiQ; §2 
Percale and shirting, and shirts, 43 
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The following goods have been held not to be of the same descriptive 
properties: 


Butter and eggs, and cheese, 130, 444 
Candy, and chewing-gum, 412 
Pickles, and caned fruits and vegetables, 413 
Canned salmon, and canned sardines, 43 
Cheese, and cream and milk, 444 
Children’s dresses, and cotton and woolen shirts, 44 
Coffee, and lump sugar, 44 
Enamel paints, and pottery, 174 
Grape juice, and beer, 43 
Macaroni, spaghetti and vermicelli, and breakfast 

cereals, 44, 73 
Perfumery, and soap, 412 
Rubber hose, and canvas hose, 565 


Silk piece goods, woolen suitings or dress goods, and 
ginghams, 43 
Soluble powder containing no grit sold in barrels, and 


scouring powder sold in cakes, 44 
Tonic beverage, and medicinal preparation, 44 
Veiling and netting, and handkerchiefs, 44 
Washing powder, and metal polish, 565 


§4. Ten-Year Marks. 

A proper name registered under the ten-year clause because a trade- 
mark and is entitled to protection commensurate with that accorded to 
any other mark registered under the statute. 17 


un 


The protection extended to a mark registered under the ten-year 
clause of the act is not confined to the prevention of the use thereof in 
th precise manner employed by the registrant, but extends to any case of 
colorable imitation. I 


wn 


/ 


Under the ten-year clause of the trade-mark act of 1905 as interpreted 
by the United States Supreme Court, surnames as trade-marks are pro- 
tected not merely against literal imitation, but also against that which is 
only colorable. 465 


A proper name, though registered as a trade-mark under the ten-year 
clause of the trade-mark act, cannot be exclusively appropriated, but is 
to be protected against any use thereof by another in a manner calculated 
to deceive 175 


The addition of the infringer’s name to a mark protected under the 
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ten-year clause of the trade-mark act, does not avoid the charge of in 
fringement. 32 


The name “Warner’s,’ registered under the ten-year clause of the 
trade-mark act, and shown in a peculiar script, is not infringed by the us¢ 
of the defendant’s name “Wiener” in black type. He cannot, therefore, be 
obliged to prefix there to his first name, David. 199 405 


§ 5. Unauth rized Use. 
The sale under the plaintiff's mark of shoes made for the plaintiff 
and marked with its trade-mark, but rejected as below its standard is such 


misuse of its mark as should be enjoined. Vi 


5. SUITS FOR INFRINGEMENT. 


$1. Jurisdiction 
The courts of the states have jurisdiction, concurrently with thos« 
of the United States, of a suit to restrain infringement upon a trade- 
mark registered in the United States patent office. 58 


Federal courts have jurisdiction of all matters arising under the 
trade-mark statute, even though both parties be citizens of the same 
state. 183 
A suit between citizens of different states for infringement of a 
trade-mark registered under the federal statute is not one founded wholly 
on diversity of citizenship. The defendant is therefore subject to suit 
only in the district of its residence. 142 

It seems, that in a suit for infringement of a trade-mark registered in 
the United States patent office the court is without jurisdiction, where 
it is not alleged that the infringing mark is used in interstate, foreign 
or Indian commerce 377 

§ 3. Pleadings 

In a suit for infringement of trade-mark and unfair competition, the 
complainant will not be compelled to furnish a bill of particulars as to 
matters relating to the defendant’s business and therefore peculiarly 
within the latter's knowledge. 343 


§5. Defences. 
A delay of many years in moving to enjoin the use of a mark claimed 
to conflict with that of the complainant, during which time the defendant 


has built up at great expense a successful and extensive trade, will, in a 
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case of doubtful right, not only bar the recovery of damages but estop the 
complainant from claiming injunctive relief. 257 


$6. Reltef. 
a. Injunction. 

The grant of a preliminary injunction is discretionary and the de- 
cision of the lower court will be disturbed only when it proceeded upon 
an erroneous conception of facts or of law. 225 

b. Damages. 

In the absence of the notice of registration provided by the statute 
to be given to the public or to an infringer, there can be no recovery of 
protits or damages. 183 

c. Accounting. 

In accounting for the profits derived from infringement of a trade 
niark, the infringer is entitled to deduct a fair salary paid to its president 
and general manager, a minority stockholder. 32 


w 


§ oe Decree 

In a suit to enjoin infringement of a trade-mark and to recover 
damages, where the infringement is sufficiently alleged and is admitted 
by a decree pro confesso, a decree is propery entered against two defend- 
ants who participated in the infringement, granting the relief sought. 10 

§ 8. Review. 

There is no appeal to the supreme court from a final degree of the 
circuit court of appeals in a suit arising under the Trade-Mark Act 
of 1905. The only procedure for the review of such a decree is by 
certiorari. J 


li. REGISTRATION OF TRADE-MARKS. 
1, CONSTITUTIONALITY OF STATUTE. 


In view of the history of federal trade-mark legislation and of the 
length of time such legislation has remained undisturbed by the Courts, 
such legislation cannot be held to be unconstitutional en bloc. 183 


2. Errect oF REGISTRATION. 


The registration of a trade-mark is prima facie evidence of the 
ownership, as of the date of such registration. Testimony, therefore, in 
an interference proceeding need not be taken where reliance is had upon 
the date of registration of the trade-mark. 131 
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§2. Specimens 
Specimens containing the words, “natural hair color restorer,” are 
not open, on application to register a mark, to the objection of mis- 
branding, where the drawing does not contain the phrase in question. 459 


Specimens showing use upon the goods must be filed before the regis- 
tration can be regarded as prima facie evidence of use thereon. 132 


§3. Drawing 
A foreign applicant may be allowed to select certain features in- 
cluded in its foreign certificate, for registration here. 458 


An applicant may be allowed to show, in one drawing, two forms in 
which his mark is used, since some of his specimens contain both those 
forms of the mark. 457 

$5. Statement 

Th term “machinery belting” is a sufficient description of the goods 
in an application, without adding the composition of the belting, which 
might be a secret. 133 


$6. Amendment. 
The more exact term “stenographic machines” allowed to be sub- 
stituted for “typewriting machines,’ after an opposition to the original 
application had been sustained 133 


§7. Disclaimer 
A part of a mark that has been disclaimed is not to be regarded as 
any more a part of the mark than if it had actually been removed from the 
drawing. 459 


4. REGISTRABLE MARKS. 


S1. Res Adjudicata. 

When an interference between an applicant and a registrant is decided 
adversely to the applicant who files thereafter a petition for the cancella- 
tion of the registration, the application for cancellation should be dis- 
missed, since the judgment in the interference was conclusive of every 
question that might have been presented therein. 


wn 


7 

A registered mark, declared by judicial decision to possess a confus- 
ing resemblance to another mark previously registered, was cancelled on 
the ground that the question of similarity was res adjudicata. 135 
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An application to register “Laxaspirin” as a trade-mark for a remedy 
for colds and headaches was opposed by the owners of “Aspirin” used on 


an anti-rheumatic medicine. Judgment for opponent. Applicant adopt- 
ed “Laxapirin” as his mark, and applied anew. Registration granted, 
the doctrine of “res adjudicata” being held not to apply. 462 


Where, no testimony having been filed by an opposer, a judgment by 
default was entered reciting that priority of adoption and use of the 
trade-mark in issue was awarded to the applicant and registration was 
refused; and afterward the application being presented under the ten- 
year clause of the trade-mark act a second opposition was filed by the 
same opposer, Held that the question of similarity of the marks was 
finally determined in the first proceeding and was not open to readjust- 
ment in the second. 33 

“There is a difference between the effect of a judgment as a bar or 
estoppel against the prosecution of a second action upon the same claim 
or demand and its effect as an estoppel in an action between the same 
parties upon a different claim or cause of action. In the latter, case, the 
demand in the prior action operates as an estoppel only as to those mat- 
ters in issue or points controverted, upon the determination of which the 
finding or verdict was rendered.” 33 


§2. Descriptive and Generic Terms. 
(See I, 2, §3, and 1, 4, 89, d. post.) 


$4. Geographical Terms. 
(See 1, 2, § 3, and 1, 4, $9, d. post.) 
$5. Conflicting Marks. 


(See 1, 4, §2. ante.) 


§6. Goods of Same Descriptive Properties 
(See 1, 4, § 3. ante.) 


§7. Proper Names 
Registration of “Diesoil” for lubr’cating oils was refused because 
“Dies” was a mere surname and “Oil” the ordinary name of the goods to 
which the mark was applied. 415 


The name “Yale” was registered under the ten-year clause for auto- 
matic belt operating machines and hoists, in spite of the statute for- 
bidding the resigatration of the names of institutions. 414 
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The word “Ralston,” the letters being in script form, pierced by an 
arrow, iS a proper name distinctively displayed. 170 


The name “Stifel” for cotton goods, the letters being made up of 
dots, giving a stipple effect, is registrable. 170 


The name “Veeder” represented in a peculiar type with the “V” 
extending over the whole word, as a trade-mark for cyclometers, is 
registrable. 169 


The name “Kady” was allowed registration as a trade-mark for 
garters 169 


The name “Rockwood” in script with a paraph underneath, for 
pianos and piano players, was held registrable. 168 


“Tatronife” as a trade-mark for hunting knives is good. The name 
“Tatro” is not a common one and the whole mark is sufficiently arbi- 
trary to be registrable. 565 


The word “Alston” for saws enclosed in a triangle, the letter in- 
creasing in size from each end toward the middle, is sufficiently distinc- 
tive as a surname to be registered and not so distinctly geographical as 
to be open to objection on that ground. 169 


“Kraft” for coal tar dyes, is a good trade-mark. Almost any word 
may be the name of some person. 169 


The name “Hein” in script, with a paraph underneath, displayed on 
the representation of a rough sign board supported by a post, is dis- 
tinctly displayed 170 


The mark “Seco,” formed from the initials of the applicant’s cor- 
porate name, although a surname, is a rare one, and should be registered. 
The applicant takes its own risk in registering a name that anybody of 
that name may use; but there is no danger, in view of the rarity of the 
word as a proper name, that the rights of the public will be prejudiced 
thereby. 39 


A man’s name printed in a curve above, and conforming to the 
curvature of a part of a design, which his firm has already registered 
and used for a number of years, is displayed in a distinctive man- 


ner. 39 
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Registration of the words “Dennison Quality” was allowed because 
the word “Dennison” had been previously registered by the applicant, 
under the ten-year clause 39 


The words “Monk and Glass,” though proper names, when used with 
a picture of a monk holding a glass, are registrable as a fanciful 
design 40 


Registration was granted to a mark bearing the words “Braun’s Con- 
denser Paint,” because arbitrary as a whole, though composed of ele- 
ments separately unregistrable. 40 


§8. Marks Deceptively Used. 

An application to register the portrait of the applicant for a remedy 
for tuberculosis, was refused on the ground that any remedy for tubercu- 
losis was a fraud. New labels having been filed without objectionable 
descriptive matter relative to the curative properties of the remedy, it 
was held that the mark should now be registered. 563 


The term “Coca-Cola” is not deceptive as applied to a beverage con- 
taining about two per cent of an extract of coca leaves and cola 
nuts 323 


§9. Ten-Year Marks. 


a. Interpretation of Ten-Year Clause 
The ten-year clause modifies the preceding prohibition of the statute 
against the registration of proper names, descriptive and geographical 
terms, and makes such marks eligible to registration when the conditions 
as to use are fulfilled. 175 


The ten-year clause of the trade-mark act of 1905 has manifest ref- 
erence to marks which are not technical trade-marks, and is intended to 
bring within the statute marks that have acquired a secondary significance 
by reason of ten years actual and exclusive use. 58, 175 


Any mark used exclusively for the ten-year period as a trade-mark 
and registered under the act becomes the subject of ownership as a trade- 
mark, irrespective of whether it was the proper subject of a trade-mark 
apart from the ten-year clause. 183 


b. Constitutionality of Ten-Year Clause 
The constitutionality of the ten-year clause has already been upheld 
by the federal courts in numerous cases. 183 
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c. Names of Patented Articles. 

The name applied in the United States to a patented article by a 
mere dealer, under an exclusive license for the sale thereof in this coun- 
try and shown to have become indicative here of the goods of the dealer 
during more than ten years’ use prior to the trade-mark act of 1905, is 
properly registered as the trade-mark of the dealer, under the ten-year 
clause of the act. 45 


d. Descriptive Terms. 

The ten-year clause of the trade-mark act removes from descriptive 
terms which have been exclusively used as marks in interstate commerce 
for ten years, the disability of their descriptive character and makes 
them after registration subject to exclusive appropriation, as if the dis- 
ability had never existed. 323 


When a descriptive mark has been registered under the ten-year 
clause of the trade-mark act, it does not remain open to public use for 
descriptive purposes, nor may it be applied by another to an article of his 
manufacture of which it is claimed to be more properly descriptive. 323 


It seems that the word “Ideal” is not descriptive but even if it is, it 
is properly registrable under the ten-year clause of the trade-mark 
act. 45 


“Oriental Cream or Magical Beautifier” registrable under the ten- 
year clause. Defect as to exclusive use, cured by assignment of other 
mark to owner of above mark. 450 


e. Geographical Terms. 

Upon an application to cancel the name “Etna,” registered under 
the ten-year clause, petitioner showed geographical use of the mark 
within the ten-year period, to describe products imported by him from 
the vicinity of Mount Etna. Cancellation of the mark was directed. 132 


Application was made to register the name “Troy” for collars and 
shirts under the ten-year clause. Opposition was sustained on the proof 
that the applicant’s use of the mark had not been exclusive. 132 


Where the opposer has used the words “Cluett, Peabody & Co., Troy, 
N. Y.” on boxes and packages containing men’s outer shirts and collars 
in the usual and regular order of business, but not on the shirts and 
collars themselves, this use of the word “Troy” is not a trade-mark use, 
and does not distinguish the product from that of other shirt and collar 
manufacturers of the same city. 369 
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f. Proper Names. 
(See I, 4, § 4, ante.) 









§10. Evidence. 

In determining whether a mark for solid and sterling silverware, 
which is alleged to be substantially identical with the hall-mark of the 
Birmingham assay office, is registrable the commissioner of patents 
properly considered certified copies of the British statutes and standard 
publications. 69 











The certificate of registration of a mark is prima facie evidence of 
compliance with the requirements of the statute. The burden of showing 
non-compliance is on the person asserting it. 45 






























S11. Stare Decisis. 

The word “Bras-Brite” for metal polish, having been rejected as 
descriptive on a prior appeal, the commissioner held that the question 
was too doubtful to warrant a reversal of a prior decision and adhered to 
the previous decision, notwithstanding later decisions which the applicant 
clamed would warrant the registration of the mark at this time. 569 


The word “Fits-U,” having been refused registration because descrip- 
tive, a second application was made some time later, and was rejected. 
On appeal, registration was refused on the ground of the rejection of 
the prior application. To avoid the doctrine of “stare decisis,” a decision 
must be shown to have been in palpable error. 569 


§12. Foreign Marks. 

Under article 6 of the international convention of 1883, a mark of a 
French citizen registered at home is entitled to protection here, regard- 
less of whether it would be registrable as an original proposition under 
our laws. 183 


5. INTERFERENCES. 


§2. Evidence. 
Evidence that a mark is a well-known one, that goods bearing it have 
been advertised and offered for sale in this country is sufficient, without 
a specific allegation that such goods had been sold. 458 


In an interference proceeding, proof of prior use and of use in 
interstate commerce is enough, although it be not shdwn that the use 
in interstate commerce was prior to the date of the interfering party. 
Priority of use in any field, with proof of use in interstate commerce by 
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the applicant prior to the date of application is sufficient to overcome the 

effect of an existing registration. 131 
$5. Dissolution. 

In an interference involving butter and eggs on the one hand, and 

cream cheese on the other, the mark being the same, motion was made by 


both parties to dissolve. The commissioner held that as both parties 
desired the dissolution, any doubt as to the similarity of the goods should 
be dissolved in favor of dissolution and granted the motion. 130 


$6. Review of Decision. 
After decision in an interference, the registrant may not appeal as to 
questions not affecting his right to register his mark. 134 


6. OPPOSITIONS 


$1. The Opponent. 
The law provides for the filing of opposition to the registration of 
a trade-mark. Mere letters of protest are to be ignored by the patent 
office. 133 


Laches not sufficient to bar an injunction will not affect the right of 
the owner of a trade-mark to oppose registration. 134 


At the time applicant claims to have adopted his mark, the mark 
used by The Irish Industrial Development Association was known in this 
country as indicating goods made in Ireland and the adoption by Bar- 
rett of substantially the same mark was for the purpose of deception. An 
opposition to the registration was properly sustained. 31 

Where the name of an “individual, firm, corporation, or association” 
is sought to be registered, the right of opposition is statutory, and proof 
of actual damage is not required. Neither is it important that appellant 
had not engaged actively in the business for which it was alleged it was 
incorporated. It is not the business which the statute in this particular 
aims to protect. It is the corporate name, and it is sufficient that possible 
damage may be inferred from invasion of the property right which the 
corporation possesses in its name. 161 


Where an opposition is filed to the registration of the word “Troy” 
under the ten-year clause, and it appears that opponent has not used 
the word “Troy” as a trade-mark, but merely to inform the public that 
its place of business is at Troy, N. Y., opponent has failed to show such 
an interest in the mark as entitles it to be heard. 360 
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§ 2. Notice. 
A notice of opposition should not be dismissed because insufficient 
in details; a motion should be made for further particulars under rule 


20, 507 


Notice of opposition to- the registration of a trade-mark is fatally 
defective where it alleges only that the opponent company was formed 
to manufacture and sell certain goods and alleges no use of the mark on 
those goods. It must allege facts showing the probability of injury to 
the opponent. 131 


§ 3. Answer. 
By the new Equity Rules a sworn answer no longer has any value 
as evidence, but is deemed to be denied. 133 


$5. Dismissal. 

A manufacturer of separate parts for “Deering” reapers and binders, 
opposed the registration of the word “Deering” for reapers, binders and 
parts thereof. Opposition dismissed because opponent’s use of the mark 
was not considered to be trade-mark use. 569 


A notice of opposition was dismissed because it did not appear that 
the opponent used that mark upon its goods. 568 


Where the registration of the mark “Ford” was asked by makers of 
auto tires and opposed by the Ford Motor Co. whose registration is for 
automobiles and parts thereof, it was held that the question as to whether 
tires were “parts” shuld be determined by proof and the examiner's dis- 
missal of the opposition without taking such proof was overruled. 568 


$6. Evidence. 


(See 11, 5, § 2. ante.) 


§ 7. Appeal. 
It is well settled that no appeal lies from the decision of the examiner 
of interferences, denying a motion to dismiss an opposition. 463 


An appeal lies from final judgment in an opposition, as to whether 
the facts set forth in the notice of opposition are sufficient to warrant 
the rejection of the application. 134 


$8. Amendment of Application. 
An application for trade-mark on chloride of lime, concentrated 
lye, powdered borax and ammonia, being opposed by the owner of mark 
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for ammonia, the applicant disclaimed use of the mark on ammonia. Such 


amendment of the application was held proper. 461 
$9. Amendment of Notice. 


A Notice of opposition can not be amended, after the expiration of 
the thirty days provided by the statute, so as to set up a different cause 
of opposition. 

Where a certificate of registration is cited in a notice of opposition, 
it carries with it all that is disclosed in the certificate. The substance 
of the notice of opposition would not be altered by an amendment specify- 
ing the general class of merchandise under which the particular descrip- 
tion of goods set out in the certificate of registration falls. 76 


An opposition was filed in due time stating that the opponent was a 
corporation organized under the laws of New Jersey. After the thirty- 
day period had expired, an amended notice was filed, stating that the 
corporation was organized under the laws of Minnesota. Amendment 
allowed as of a detail of no importance. 460 


An opposition was dismissed because the notice was unverified when 
filed ind was not corrected before the expiration of the thirty-day period 
after the publication of the mark. 460 


Leave was asked'to amend a notice of opposition to include the allega- 
tion that “Koke” is a common abbreviation for “Coca-Cola” and is em- 
ployed as such by customers. This allegation was held not to constitute a 
new ground of opposition, since it set up no claim of prior use by the 
opponent, and the amendment was allowed. 567 


8. ProckEEpINGS FoR REVIEW. 
It seems that registration of a trade-mark is obtainable by bill in 
equity. 164 


9. CANCELLATION, 
Section 13 of the act of 1905, providing for the cancellation of trade- 
mark registrations, applies also to registrations made under the act of 
1881. 75, 135, 157 


Jf 


The new equity rules applying to cancellation proceedings and either 
party thereto may file interrogatories and in the event of the failure to 
answer such interrogatories the party in default is liable to the penalty 
provided by Equity Rule 58 221 


A mark cannot be cancelled as to part—which conflicts with the mark 
of another—and allowed to remain in part. It must be cancelled in toto, 
if at all. 135 
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A fee of ten dollars is payable upon an appeal from a decision of the 
examiner of interferences, dismissing a proceeding to cancel a trade-mark. 
This is so, even though no fee is required upon the filing of the original 
petition to cancel. 174 


A proceeding for cancellation may be dropped by agreement of the 

parties. 130 
10. RENEWALS. 

A mark registered under the trade-mark law of 1881 is renewable 

upon the same conditions fixed for marks registered under the act of 

1905. 105 


By the terms of the trade-mark act of 1905, marks registered under 
it are renewable on no other conditions than the payment of the renewal 
fee as provided therein. 104 


A request for renewal under section 12 of the trade-mark act of 
February 20, 1905, is not subject to examination as in the case of an 
original application and such request should be accepted as prima facie 
evidence that the mark has not been abandoned. 393 


The renewal of a trade-mark registration confers no new rights, but 
merely corrects the record to the date of renewal by the registrant or 
owner of the mark, asserting his continued use of it and, therefore, his 
title in it. 373 


11. STATE AND Loca, STATUTES. 


§ 1. New York. 
In a penal action to recover the sum of $100.00 for violation of 
§ 367 of the General Business Law of New York, it is unimportant that 
the plaintiff might have a cause of action in equity for unfair competition. 
The penal action can be maintained only for infringement of a valid 
trade-mark, registered as provided by the statute. No action will lie, 
where only a generic term is involved. 202 


In a criminal prosecution for falsely making or counterfeiting a 
trade-mark, based on § 2354 of the Penal Law of New York, to establish 
guilt, there must be shown knowledge on the part of the defendant that 
the labels printed by him were counterfeits, and consequent participation 
by him in the plan to defraud the owner of the trade-mark. 516 


The civil rights law of New York, forbidding the use of a personal 
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name for purposes of trade without the consent of the person, can not 
be invoked to restrain the use of an individual name by a corporation 
in its corporate title, when that name was originally conferred upon it by 
the individual himself, and it is only continuing the business which he 
transferred to the corporation. 115 
12. LABELS. 

Where the matter presented is properly a label and is distinctively 
original, the statute does not deny registration, because the feature thereof 
which imparts originality is used or is capable of being used as a trade- 


mark. 404 
Labels are to be liberally judged as to their artistic merits. 459 


A decision of the commissioner of patents that a label or marker used 
to indicate the so-called “Lincoln Highway” is not registrable as a label, 
because not descriptive of an article of manufacture, is not reviewable 
by mandamus. SII 
Ill. UNFAIR COMPETITION. 

1. NATURE AND BAsis oF WRONG. 


§1. Distinguished from Infringement of Trade-Marks. 
The essence of the wrong of unfair competition consists in the palm- 
ing off of the merchandise of one person for that of another. 


un 


> 


In trade-mark infringement, wrongful intent is presumed from the 
fact of infringement. In unfair competition, wrongful intent in fact 
must be proven. 


There is no inconsistency between a cause of action for trade-mark 
infringement and one for unfair competition. Hence the pendency of a 
suit for trade-mark infringement between the parties is no ground for 
refusing an injunction in a suit for unfair competition, predicated upon 
the same facts. 225 

§2. Competition Necessary. 

One not engaged in any business can not complain of unfair compe- 
tition in the use of his name by another, though in a line in which the 
plaintiff was himself formerly engaged. 144 


The fact that a party is guilty of an infraction of the Anti-Trust 
Act and may be subject to prosecution therefor is not enough to give 
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a right of action to a private person for unfair competition. Only special 
injury suffered by an individual will give a foundation for such an action. 
The public wrong can be redressed only at the suit of the state. 6 


§ 4. Intent. | 

Intent to deceive is not an essential element of unfair competition, 4 
though often a valuable index thereto. 27 : 
To establish unfair competition, it is not necessary to show that the 
defendant intended to cause confusion of the public; it is sufficient to 
show that such confusion actually resulted from the acts of the de- 
fendant. 530 


§5. Deception. 

The liability to deception of the ultimate purchaser is the test of | 
unfair competition. It is enough that the ordinary and casual buyer 
would be misled, and the ignorance and illiteracy of such buyers is to 
be considered in determining the likelihood of their deception. 237 


Protection against unfair competition is not limited to conduct that 
would deceive a cautious buyer, but extends to such as would be likely 
to mislead the usual or ordinary consumer. 225 

The manufacturer is not responsible for the fraud practiced by the 
retailer upon the consumer, if he has done his legal duty in distinguish- 
ing his product from that of a competitor; but he is responsible for such 
deception as he has made possible by his acts or omissions. 237 


$6. Damage. 
He who seeks to procure an injunction against the use of a trade- 
name by another, must show probable damage resulting to him from the 


use of the name, or equity will refuse to intervene. 56 


ou 


2. UN#FAIRNESS IN COMPETITION. 


§1. Imitating Appearance of Article. 
The imitation of an article of merchandise which consists merely 
in the reproduction of an article the patent for which is invalid is not 
unfair competition. 304 


The manufacture of a miner’s lamp identical in appearance with one 
having an established trade among miners, having similar appurtenances, 
packed in a similar box, with a circular of instructions compiled almost 
verbatim from that accompanying the earlier lamp, is unfair competi- 
tion. 300, 466 
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The plaintiff who for years has made and sold fireproof document 
cabinets finished in olive green with gilt decorations may enjoin the use 
of a like combination and distribution of colors by defendant on a 
similar article, the purpose to fraudulently copy the plaintiff’s article be- 
ing proven. 146 


Where confusion is likely to result, a manufacturer must not adopt 
for an article he makes, a color scheme similar to that used by a com- 
petitor for the same kind of goods. 27 

The use of toys of complainant's make as samples from which to 
sell defendant’s goods, is properly enjoined as unfair competition. But 
the sale of goods designed by defendant as the result of original studies 
from the nature cannot be enjoined, however like they may be to complain- 
ant’s toys. 388 


An injunction having been granted against the maker, the com- 
plainant was held entitled to a temporary injunction, restraining a dealer 
in the objectionable goods from any sales, until the lack of intentional 
imitation on the part of the makers had been established by proof. 417 


§2. Imitating Structural Elements. 
The essential structural features of an unpatented article cannot be 
appropriated by any manufacturer to his exclusive use. 540 


In a suit for unfair competition on the ground of imitation of goods, 
brought by.a maker of spark plugs against a competing manufacturer, it 
developed that the points of similarity were solely as to structural fea- 
tures of the spark plugs, and the bill was dismissed. 540 


§ 3. Imitating Packages and Containers of Goods. 
A series of fifteen cartons in use by the defendant considered and 
held to be fraudulent imitations of corresponding packages in use by 
the complainant. 356 


The red label used by the complainant upon the ends of its cartons 
and displaying the familiar “In-er-seal” trade-mark in white is fraudu- 
lently imitated by the defendant’s use of a label of like size, color and 
shape, similarly placed and bearing the “Swastika” design in white. 356 


The recharging and resale by defendant of acetylene gas tanks sold by 
complainant, with its trade-mark thereon, which sale carries the privilege 
of exchanging the same for a small fee when empty for another full 
tank at any of the complainant’s stations in the United States, is unfair 
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competition. The use by defendant of a paper label attached to the 

tank which, if seen by the purchaser, would apprise him that he was not 

being supplied with the complainant’s gas, does not relieve the defendant 

of the charge of unfair trade. QI, 273, 419 
§ 4. Substitution. 

Defendants sold their product to dealers only under the name “Koke,” 
but there was no proof that the defendant sold their product as “Coca 
Cola” or that they advised their customers to do so. The claim of un- 
fair competition is not established, the main resemblance between the 
products being in the color of the beverages. 469 


Damage to complainant may result, not only from the confusion of its 


goods with those of defendant, but from the sale of defendant’s bonds 
or stocks as complainant’s. 48 


$5. Imitating Color. 

Painting both edges of his belting black, will not render a manufac- 
turer of canvas belting liable for unfair competition to another manu- 
facturer of the same kind of goods, who has been accustomed to paint 
green one edge of the belts made by him. 506 


§6. Trade and Corporate Names. 


a. Personal names. 

While every man has the right to use his own name in business, he 
must so use it as not to interfere with the established business of another 
conducted under that name, nor cause his goods to be mistaken for those 
of the earlier firm. 315 


The sale by a trustee in bankruptcy of the goodwill of a business, with 
its fixtures and stock in trade does not convey to the vendee the exclusive 
right to use the trade name formerly identified with the business, nor 
does it authorize him to represent himself as identical with its original 
user. 556 


Exclusive use of a surname as a trade-mark cannot be claimed, even 
by one whose goods have acquired a valuable reputation in connection 
with his name. Use of the surname by others of the same name will be 
allowed, however, only if it be so employed as to avoid confusion of the 
public. 473 


Where a man’s name has acquired a secondary meaning through use 
on goods manufactured by him, a contract for the sale of the exclusive 
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use of his name in connection with the sale of the business is enforcible, 
if evidence clearly shows the making of such a contract. 473 


A corporation which succeeded by due assignments to the business and 
trade-name of defendant’s father, the defendant having joined as a partner 
in the transfer of the business, is entitled to injunction to restrain the de- 
fendant’s use of the name “Chas. F. Kurtzmann” in the marking of 
pianos made for him. 315 


Injunctions regulating the use of a family name should be specific as 
to what is forbidden or required. 

To compel later users of a family name, the descendants of the 
founders of the business, to mark their pianos with a notice “this is not 
an original Knabe,” is an unwarranted restriction upon the latter’s right 
to make and sell the same piano heretofore known to the public under that 
name, provided its origin or manufacture be not misrepresented. 246 


Where a family name has come, by long association, to designate the 
pianos of one manufacturer, other manufacturers of that name, in using it 
upon a like article, must take pains so to use the name as to avoid con- 
fusion. 279 


A family name is incapable of appropriation in trade, to the exclusion 
of others of the same name, so long as the use by the latter is with rea- 
sonable precautions to prevent the public from being deceived, and the 
requirement that the articles of different manufacture be distinguished 
should not be pushed so far as to make impracticable the use by any 
one of his name in trade. 246 


The name “Gordon” having been known since 1769 in the market 
in connection with gin of the complainant and its predecessors, the name 
cannot be used by other on gin of his own make, except in connection with 
such marks of differentiation as will clearly distinguish the gin to which it 
is applied from that of the complainant. 383 


Where a man has organized a corporation bearing his name to carry 
on his business and, this corporation becoming bankrupt, its assets have 
passed into the hands of another corporation, which has not continued 
the use of the family or corporate name, the son of the original pro- 
prietor may carry on the same kind of business under the family name, as 
long as he refrains from doing anything to make the public believe that his 
establishment is the successor of his father’s. He is not bound to bring 
the independence of the two establishments to the attention of the public 
by any specific representations to that effect. 556 
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One of the brothers composing the firm of Bonnie Brothers, distillers 
of “Bonnie Rye” and other brands of whisky, sold his interest in the busi- 
ness and in the trade-marks used in connection therewith, and became a 
member of a competing firm, which took the name Bonnie & Company, 
and proceeded to call one of its brands “Bonnie & Co. Rye.” In an action 
for trade-mark infringement and unfair competition, the use of the latter 
name was deemed to conflict with the rights of the plaintiff, Bonnie 
3rothers, and was enjoined by the court. 548 

b. Corporate Names. 

A name adopted in imitation of that of an earlier corporation and 
false and misleading as applied to the later company is itself a badge of 
fraud, and an evidence of intent to compete unfairly. 48 


A corporation established for twenty-five years in business under a 
corporate name that is geographical and descriptive, held entitled to en- 
join its former manager from engaging in the same business, in the same 
place, under a name so like its own as to deceive the public and customers 
and cause confusion of mail and of orders. 119 

The Motor Accessories Manufacturing Company charged unfair com- 
petition in the use of the name by the defendant, “Marshalltown Motor 
Material Manufacturing Company.” Held, that there was no deceptive re- 
semblance, especially since the defendant advertised itself as the “4M 
Company.” 540 

The complainant, a British corporation, a manufacturer of tobacco 
products, which sells only to jobbers and retailers, may enjoin the use 
by a corporation engaged in the retail tobacco business of a name so 
similar to its own as to be confused therewith by the public. 48, 203 


The use of a corporate name that embodies the trade-name of a 
rival business and that leads to confusion between the two undertakings 
should be enjoined. The use of the corporate name “Security Ladder 
Company” enjoined at the suit of earlier makers of the “Security 
Ladder.” 102 

A religious corporation under the name “The New Thought Church” 
held not entitled to enjoin the use of the name “New Thought Church 
Services,” in the conduct of services by another, by the ground that the 
name is generic and there can be no monopoly in the teaching of the true 
faith. 118 


The complainant, engaged since 1888 in a business known through- 
out the United States is entitled to enjoin the use by others in the same 
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business of a trade-name whereof the principal features is the word 
“National.” 266 


c. Secondary Names. 

The manufacturer of “Antiphlogistine” sued the makers of “Denver 
Mud,” alleging unfair competition in that “Denver Mud” was a secondary 
name commonly applied to “Antiphlogistine” by the general public, and 
for this reason adopted by the defendant. As the plaintiff had never 
adopted or made any use of the phrase in question, which was found to 
be used by the public in describing other plastic dressings beside “Anti- 
phlogistine,” the charge of unfair competition was held not sustained by 
the facts. 519 


The complainant claimed that to its customers “Koke” was a common 
name for “Coca-Cola.” As it was not shown that the complainant itself 
had adopted “Koke” as a trade name, or that the defendants used that 
name to deceive the public, the charge of unfair competition on the ground 
of imitation of a trade name was not sustained. 460 


Plaintiff advertised his business of cutting and welding metals by 


the oxy-acetylene, or oxy-carbide process, using the phrase “send it to 
Oxy,” and became generally known in the trade and to his customers as 
“Oxy.” Defendant put over a like shop on the same street, a sign 
“Oxy” Acetylene Welding & Cutting.” Held that such acts constitute 


unfair competition. 56 


§ 7. Descriptive Terms. 

A descriptive term that has not acquired a secondary meaning to 
indicate the goods of a particular manufacturer, may be used by any one, 
but not so as to confuse the goods of a later user with those of an 
earlier user of the term 237 


The designation “Furniture Hospital,” applied by the complainant to 
its business of repairing furniture, is such a novel and striking designa- 
tion for an undertaking of that character, that when the plaintiff has 
built up a trade under that name, it becomes entitled to protection in the 
use thereof. A _ petition alleging these facts, and alleging further that 
defendant, by the use of the same term, is diverting the complainant's 
trade states a good cause of action. 347 


The term “Yellow Special” in connection with the sale of oleo- 
margarine having been used by several dealers in the same city for 
years prior to complainant’s use thereof, the latter cannot by two years’ 
use acquire the right to prevent another from using the name in the 
sale of his own goods. 13 
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The plaintiff, which adopted and popularized the name “Safe- 
Cabinet” as applied to fireproof metal document cabinets, is entitled to 
enjoin the use by a competitor of the name “Cabinet Safe” on a like 
article. 140 






































§8. Geographical Terms. 

A geographical term that has acquired in the trade a secondary 
significance as indicating the goods of a particular manufacturer is en- 
titled to be protected against the competing use thereof by another. 58 


Where a butter manufacturer has used the name of his town in his 
labels until that name has become associated with his products as in- 
dicating their source and qualities, a competitor will not be allowed 
to imitate these labels, and will be prohibited even from using the name 
of this town in such a way as to cause confusion. 434 


Where a piano dealer has adopted the name of a town as a trade 
name for certain of his pianos and has built up a valuable goodwill in 
connection with this name, a competitor will be enjoined from using 
it. 530 

§9. Name of Patented Article. 

When a patented article is sold, during the lifetime of the patent, 
under the name of the patentee, that name becomes the generic designa- 
tion of the article and any person, after the expiration of the patent, 
has a right to use the name on a like article of his manufacture, but 
only in a manner that will avoid confusion of his goods with those of the 
first user of the name. 308 


§10. Advertising. 
The manufacturer who first puts on the market and creates a repu- 
tation for a novel and useful article, will be protected against advertis- 
ing that represents a competing article as the first of its kinds. 427 


S11. Other Instances. 

Use of numeral 208 for cigars held not to complete unfairly with 
complainant’s mark 108, though adopted and used by a former jobber 
in complainant’s goods, in the same territory, where accompanied with a 
different label, and where the shape and size of the cigar is common to 
the trade. 268 


The owner of a patent is within his rights in giving notice of in- 
fringement by a competitor and threatening suit therefor against the 
customers of the competitor if he acts in good faith, and this even 
though his patent has been held invalid by the circuit court of appeals 
in another circuit. 890, 342 
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§1. Jurisdiction. 
A suit under a federal statute brought in the wrong district can be 
prosecuted there, unless the defendant objects, in which case it must be 
removed to the district of the defendant’s residence. 142 


A suit brought in the state court and removable to the federal 
court may properly be removed on motion of the defendant to the 
federal court of the district where it was brought, even though that be 
not the district of defendant's residence. 142 


A party does not necessarily waive its right to object to the jurisdic- 
tion of the court by moving in the suit, where it reserves at each step 
of the proceeding the right to object to the jurisdiction of the court 
and to make a timely motion to remand the case to the state court. 142 


§2. Parties 
Officers and directors of a corporation are personally liable for acts 
of unfair competition in the selection of a corporate name and the 
organization of a corporation with the purpose and intent of preying 
upon the business of a rival 102 


§ 3. Pleading and Practice. 

Fraud is the basis of unfair competition, and will not be presumed. 
Therefore the facts upon which such unfair competition is predicated 
must be pleaded as particularly as their nature will allow. An unsup- 
ported allegation of unfair competition is a mere conclusion of 
law. 6-7 

A complainant will not be required to disclose in a bill of particulars 
the names of witnesses who he alleges were deceived into buying the 
defendant’s goods, as and for the complainant’s. 343 


§ 4. Evidence. 
A merchant is not chargeable with unfair competition on the 
strength of an occasional remark of an unidentified salesman. 27 
In such an action, the reports of plaintiff's agents, in reliance upon 
which the action was brought are relevant, and the plaintiff may be 
compelled to disclose them on examination before trial. 17 


While the testimony of detectives is ordinarily to be regarded as 
that of interested witnesses, it is none the less the duty of the court 
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to give to it such weight as it deserves, having in view the necessity of 
relying on evidence of this nature, and considering the character and 
standing of the witnesses. 303 


The fact that no fraudulent sales are shown, except sales to detec- 
tives in complainant’s employ, is no answer to an application for an 
injunction. The sales show the fraudulent intent and purpose as 
clearly as if made to any other purchasers. 


Testimony as to confusion given by deposition has little weight. In 
general the courts preter to judge of the likelihood of confusion from 
the appearance of the articles themselves, unless a course of conduct 
can be established that shows the employment of means and methods 
indicating unfair competition. 27 

The plaintiff in such an action may be compelled to produce on an 
examination before trial, the receptacles by means of which the substi- 
tution was made and the contents thereof. 17 

In such an action, the plaintiff may on examination before trial be 
compelled to answer inquiries as to the style and shape of the receptacles 
alleged to have been used in the substitution, the dates of the acts com- 
plained of and the name of the defendant’s officer who threatened 
to continue the substitution. 17 

In an action for substitution of another article for plaintiff's 
malted milk, the formula of plaintiff's milk is material because it is 
relevant to inquire whether the plaintiff's preparation is what is purports 
to be. 17 

The care taken by defendant to differentiate its brand of lubricating 
oil from complainant’s and to develop a trade therein upon its merits, the 
extraordinary success to which its business has been brought by ex- 
tensive advertising, and the lack of proof of confusion during several 
years, negative the conclusion that there was fraud in defendant’s use 
of the name “Havoline” as a trade-mark and in its corporate name, in 
competition with complainant’s “Valvoline.” 2 


Evidence that plaintiff's business fell off thirty per cent while de- 
fendant’s sign was up and recovered when it was taken down is prima 
facie evidence of damage and a nonsuit is error. 56 


§5. Defenses. 


In an action to restrain the substitution of another’s for the plain- 
tiff’s goods, the latter must come into court with clean hands. 17 
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DIGEST 


When a proper name has become associated with a business as an 
identifying mark fhereof, an assignee of the business is justified in 
continuing the use of the name. The retention of the name of the 
original Chickering firm by complainant, on pianos and in advertising 


after its incorporation and even after sale of the business to an entirely 


distinct corporation was not fraud, to deprive the complainant of the 
right to relief. 279 

The marking of goods with plaintiff's name as “Makers” is improper 
when the goods are made not by but for the plaintiff and are subject 
to its acceptance; but such marking is not fraud, to deprive the plain 
tiff of relief from unfair competition. 11 


In a suit to enjoin wrongful use of a trade-name, brought by the 
purchaser thereof in proceedings to dissolve a corporation, against a 
minority stockholder in the corporation, an alleged conspiracy between 
persons not parties to the action to sacrifice the assets of the corporation 
and thereby defraud the defendant is no defense. 


The possibility that the sale may be avoided in pending proceedings 
instituted by the defendant stockholder under the state law, is no de 
fense to the action, since the sale is valid until so avoided. 


The purchaser of the goodwill and trade-name of a corporation in 
dissolution is within its rights in announcing the continuance of the 
business of the corporation in connection with its own. Allegations of 
fraud in so doing are, therefore, no defense to a suit for wrongful use 
of the trade name. 401 


A whiskey manufacturer who brings an action against a competitor 
on the ground of unfair competition, will not be deprived of his remedy, 
because he has labeled merely as “whisky,” a blend of straight whiskies 
of different ages, although such labeling is contrary to the food and 
drugs act of 1906, as interpreted by the departments of agriculture, com 
merce and labor. The doctrine of “clean hands” does not apply, because 
there was no proof of intent on the part of the plaintiff to defraud, or 
of actual deception of the public by the alleged misbranding. 548 


Although laches or the statute of limitation might defeat an action 
for damages, neither laches nor limitation is available in defence to an 
action for injunction against unfair competition. 548 


An offer by defendant to take certain precautions to distinguish his 
goods from those of complainant, which offer was rejected by com- 
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plainant and not carried out by defendant, held to bar the recovery of 
damages and costs by complainant, who has delayed ten years after such 
offer before bringing suit, though complainant is entitled to an in- 
junction. 308 


§6. Relief. 

One who has been guilty of unfair competition, should be required 
to differentiate his product from that of his competitor to a greater 
degree than would be required if the unfair competition had not existed 
and an unlawful trade had not been built up by its aid. 237 


In a suit to restrain infringement of trade-mark and unfair com- 
petition, the complainant, who has obtained the relief sought, but on 
the latter ground only, is not entitled to a review of the question whether 
its trade-mark is valid, and whether, therefore, the relief awarded should 
have been based on both grounds. 5 

a. Injunction. 

A defendant who has been enjoined because of the imitative coloring 
of his product, from selling it except under certain specified conditions 
is not entitled to sell its goods in bulk to dealers who agree to comply 
with those conditions. The complainant has a right to enforce com- 
pliance with the decree by the defendant. 207 


On an application for preliminary injunction based on similarity of 
packages, the trade-marks being distinctly different, the character of the 
goods and the class of purchasers habitually using them is import- 
ant. 54 


A defendant guilty of unfair competition may be rightfully en- 
joined, though at the time of hearing he has abandoned the offending 
label and disclaims any intent to resume its use. 237 


Upon a motion to punish a defendant for alleged violation of an in- 
junction to restrain the sale of bar belt dressing, in a particular shape 
and color of package, held that the changes made by the defendant, in 
compliance with the injunction were such as to relieve him of the charge 
of contempt. 309 


In the case of a face powder, there being no evidence that purchasers 
relied on the general appearance of the package and not on the name, 
and no evidence of actual deception, an injunction should be denied. 54 


In cases of unfair competition, where the offending name is in- 
nocently or ignorantly adopted, the relief granted is usually confined to 
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When fraudulent intent has been shown, a decree properly awards 


to the complainant the profits resulting from the unfair competition. 425 


An award of damages does not include an accounting of profits; 


and the district court has no right, after affirmance in the court of 
appeals of its decree awarding damages to the complainant, to enlarge 
that decree by directing an accounting of defendant’s profits derived 
from the unfair competition. 


222 
BS 


Where the record shows only sales insignificant 
accounting should be awarded. 


in amount, no 
303 


An innocent imitation of the label of another becomes fraudulent, 
when persisted in after due notice of the imitation, and makes the 
wrongdoer liable to account for profits, after the expiration of a rea- 
sonable time in which to acquaint himself with the facts. 52 

c. Damages. 

The court may, in a proper case of wilful and fraudulent wrong, 
award to the complainant, the profits derived from acts of unfair com- 
petition, as well as decree the recovery of damages. 333 
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VOL. 3. 
-p. 311- 
-p. I- I 4-233 
f 3-328 f 4-235 
f 3-373 ; f 4-245 
Tt 4- 95 
f 4-235 7 oe 
f 4-243 ‘ sf = 3-536 
T 4-244 < ; 
I 4-272 33) ' So" 
f 4-275 -44: a 4- 45 
f 4-278 4-141 
m 4-207 4-188 
f 4-326 : of = 4-214 
f 4-421 f 
d= 4-479 f . 405- 
a 4-58 
-p. 28- 
f 2-318 -Pp. 412- 
3-127 r 4-411 
4- 94 
4-140 -p. 463- 
4-188 ; d 3-560 
a 4-323 
-p. 468- 
-P. 33- : 45 d 3-468 
f 3- 29 d 3-560 
f 4- 64 d 4-132 
f 4-188 
“Pp. 475- 
-p. 69- é ct 4-157 
5. g7di2 m 4-388 
S 3-112 cc 4-418 
cc 3-307 
cC 4-133 
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